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UNITED STATES CIRCUIT COURT OF APPEALS 


SAMSON CorDAGE WorKS v. PuRITAN CorRDAGE MILLS. 
(211 Fed. Rep., 603.) 


Sixth Circuit, January 13, 1914. 


TRADE- MARK—VALIDITY. 

A method of marking a cord by means of checks, formed by the 
interweaving of a yarn of a color different from the others used in 
the making of the yarn, can not be exclusively appropriated, nor form 
a valid trade-mark. An arbitrary mark impressed upon a fabric may 
be a trade-mark, but a mark appearing upon a fabric as a necessary 
result of the process of making it from the materials used can not be. 
such. 

UNFAIR CoOMPETITION—BASIS. 

The essence of the wrong of unfair competition consists in the 
palming off of the merchandise of one person for that of another. 
UNFAIR COMPETITION—DISTINGUISHED FROM ‘TRADE*-MARK INFRINGE* 

MENT. 

In trade-mark infringement, wrongful intent is presumed from 
the fact of infringement. In unfair competition, wrongful intent in 
fact must be proven. 

INFRINGEMENT OF TRADE-MARK AND UNFAIR COMPETITION. 

There is no inconsistency between a cause of action for trade- 
mark infringement and one for unfair competition. Hence the pend- 
ency of a suit for trade-mark infringement between the parties is 
no ground for refusing an injunction in a suit for unfair competition, 
predicated upon the same facts. 


. UNFAIR COMPETITION—ULTIMATE PURCHASER. 


Protection against unfair competition is not limited to conduct 
that would deceive a cautious buyer, but extends to such as would 
be likely to mislead the usual or ordinary consumer. 
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6. PRELIMINARY INJUNCTION—DISCRETION. 

The grant of a preliminary injunction is discretionary and the 
decision of the lower court will be disturbed only when it proceeded 
upon an erroneous conception of facts or of law. 

7. PRELIMINARY INJUNCTION—WHEN GRANTED. 

Where the proofs show that the defendant’s imitation of complain- 
ant’s method ot marking its cords, by the interweaving of a colored 
strand, has deceived the purchasing public as to the source of defend- 
ant’s goods, a preliminary injunction should be granted. 


~ 


Appeals from decree and order of the district court of the 
United States for the western district of Kentucky, the former 
dismissing the bill of complaint in a suit for trade-mark in- 
fringement and the latter denying a motion for a preliminary 
injunction in a suit for unfair competition. Decree affirmed. 
Order reversed. 

For decisions of court below, see Reporter, Vol. 2, pp. 161, 


192, 412. 


George O. G. Coale and F. P. Fish, both of Boston, Mass., 
and McDermott & Ray and Coale & Hayes, all of Lou- 
isville, Ky., for appellant. 

Helm & Helm, of Louisville, Ky., for appellee. 


Before WARRINGTON, KNAPPEN, and DENISON, circuit 


judges. 


KNAPPEN, Circuit Judge.—Complainant, a cordage manu- 
facturer, filed its bill (in No. 2358) for infringement of an al- 
leged trade-mark upon a high-grade sash cord of its manufac- 
ture. The mark was alleged to consist in ‘“‘a series of spots ar- 
ranged spirally about the circumference of the cord, each shaped 
in the form of a lozenge.’ The spots were in fact made in the 
ordinary method of machine braiding of sash cord, by combin- 
ing one colored strand with eleven undyed strands; the result 
being that in the regular and normal process of manufacture 
the colored strand appeared and disappeared from time to time, 
resulting in the appearance at regular intervals of spots some- 
what irregular in shape but more or less rhomboidal in form, 
and traceable in a spiral path about the surface of the cord. 
Complainant used any one of several different colors, employ- 
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ing blue in about one-fifth of its product. The defendant 
braided its cord in the same normal and mechanical way, using, 
however, two blue strands (in place of a single colored strand), 
together with ten undyed strands; the result being that the 
spots in defendant’s cord, being the width of two strands, are 
twice as wide as those on complainant’s cord, and are not actu- 
ally lozenge-shaped or rhomboidal—the space, moreover, be- 
tween defendant’s spots being the width of but one uncolored 
strand, or half the space between complainant’s spots, the color 
on defendant’s cord being characterized by it as presenting a 
broken and almost continuous spiral, and so distinguished (as 
well as by shape) from the spots on complainant’s cord. De- 
fendant answered, denying that complainant had a valid trade- 
mark, and asserting noninfringement and good faith selection 
of its mark. A motion for temporary injunction, based on 
showing by affidavits and counter affidavits, was denied. 193 
Fed., 274. [Reporter, Vol. 2, p. 161.] Complainant then asked 
to amend its bill so as to allege unfair competition in trade. 
This request was denied, on the ground that the amendment, if 
permitted, would either substitute a suit for unfair trade for the 
then pending suit of trade-mark infringement, or would result 
in a suit seeking relief upon two separate, distinct, and appar- 
ently contradictory causes of action, viz., “one upon a trade- 
mark, another which, in effect, disavows the trade-mark 
altogether.” The case was then submitted for final hear- 
ing upon the affidavits filed. The bill was dismissed, upon the 
ground, stated in the opinion, that “no spot made on or color 
imparted to a fabric as the inevitable or natural result of using 
the material of which the fabric is made can be basis of a trade- 
mark.” 194 Fed., 574. [Reporter, Vol. 2, p. 192.] 

Meanwhile, after denial of the motion to amend the bill in 
No. 2358, a bill was filed (in No. 2359) to restrain alleged unfair 
competition, on the ground that complainant’s mark by long use 
had become associated in the mind of the public with and dis- 
tinctly represented complainant’s manufacture, and that defend- 


ant by its imitation of complainant’s distinctive spots upon the 


cord, and by its advertisements and dealings, was seeking to 
palm off its goods as those of complainant. In this bill no 
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mention is made of the shape of the spots constituting the al- 
leged mark. An application for temporary injunction, heard 
on showing and countershowing by affidavit, was denied, upon 
the grounds: First, that the right to employ the colored spots 
was not exclusively appropriable by complainant, and that it was 
not unfair for defendant to do what it had a legal and moral 
right to do; second, that defendant was not shown to have 
palmed off its goods as those of complainant; and, third, that if 
the court had any discretion in the matter of granting a tempo- 
rary injunction, it should be exercised against the motion, be- 
cause of complainant’s election in the former case to sue for the 
establishment of its trade-mark. Appeal was taken from the 
dismissal of the bill in the trade-mark suit and from the denial 
of temporary injunction in the suit for unfair competition. [Re- 
porter, Vol. 2, p. 412.] 

1. The trade-mark. Complainant registered its trade-mark 
in the United States Patent Office in 1894. It does not rely on 
this registration, but stands upon an alleged common law mark 
consisting of the spots made and arranged as stated. The ques- 
tion of first importance is whether this mark is validly open to 
complainant’s exclusive adoption, as representing goods of its 
manufacture. Broadly stated, complainant was at liberty to 
affix to its product any distinctive symbol or device, not previ- 
ously appropriated, which would distinguish it from articles 
of the same general nature manufactured or sold by others. 
Amoskeag v. Trainer, 101 U. S., 51, 25 L. Ed., 993. On the 
other hand, a mark must be something distinct from the 
thing marked. That is to say, the thing itself can not be a trade- 
mark of itself; although it is no objection to the validity of an 
otherwise good mark that it is impressed upon or inherent in 
the article manufactured, as in the case of a watermark upon 
paper, a word or symbol blown into a glass bottle or jar, or an 
arbitrary mark on the head of a horseshoe nail. Capewell Horse 
Nail Co. v. Mooney (C. C.), 167 Fed., 575; s. c., 172 Fed., 826, 
97 C. C. A., 248. Again, no valid trade-mark can be acquired 
in the use of a color not connected with some distinctive symbol 
or design. Leschen Rope Co. v. Broderick, 201 U. S., 166, 171, 
26 Sup. Ct., 425, 50 L. Ed., 710; J. A. Scriven Co. v. Morris 
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(C. C.), 154 Fed. 914, 918; Newcomer & Lewis v. Scriven Co. 
(C. C. A., 6th Cir.), 168 Fed., 621, 623, 94 C. C. A., 77; Dia- 
mond Match Co. v. Saginaw Match Co. (C. C. A., 6th Cir.), 
142 Fed., 727, 729, 74 C. C. A., 59; Mumm v. Kirk (C. C.), 
40 Fed., 589. As said by Mr. Justice Brown in Leschen Rope 
Co. v. Broderick, supra, 201 U. S., at page 171, 26 Sup. Ct., at 
page 426, 50 L. Ed., 710: 


“Whether mere color can constitute a valid trade-mark may admit 
of doubt. Doubtless it may, if it be impressed in a particular design, as 
a circle, square, triangle, a cross, or a star. But the authorities do not 
go farther than this.’ (Italics ours.) 


And as said by the present Mr. Justice Lurton, speaking for 
this court in Newcomer & Lewis v. Scriven Co., supra, 168 Fed., 
at page 623, 94 C. C. A., at page 79: 


“Color, except in connection with some definite, arbitrary design, 
such as when impressed upon a circle, star, cross, or other figure, or 
employed in definite association with some characteristics which serve 
to distinguish the article as made or sold by a particular person, is not 
the subject of monopoly as a trade-mark.” 


The owner of a valid trade-mark, otherwise distinctive, 
may, however, be protected against appropriation by a rival 
dealer through mere change in color. Leschen Rope Co. v. 
Broderick, supra, 201 U. S., at page 172, 26 Sup. Ct., 425, 50 
L,. Ed., 710; A. Leschen, etc., Co. v. Broderick, 36 App. D. C., 
451, 455- 

The pivotal question is whether the colored spots, as made 
and as appearing upon the surface of the cord, constitute a dis- 
tinctive symbol or design appropriable as a trade-mark. It appears 
that it is common for manufacturers of various kinds of twisted 
and braided cords, including hat cords, bell cords, fish lines, 
wrapping twine, and coverings of electric wires, to use colored 
strands, usually for ornament merely; in some cases (especially 
wire coverings) as a mark of origin. Complainant claims to be 
the only manufacturer of braided sash cord which has adopted 
a colored strand for the mere purpose of showing origin of 
manufacture. Of course, the mere fact that the mark adds to 
the appearance of the article does not detract from the validity 








4 


a 
2 


u 
i 
4 





G3 


rod 


— 
ES a 


Bersalin Pei, asa a ie 


Te BAe IR a 


ifsc chet ea 


7 


/ 
; 
: 
: 
4 





230 THE TRADE-MARK REPORTER 


of the mark. Capewell Horse Nail Co. v. Mooney, supra. The 
precise question presented has been the subject of few decisions 
squarely in point. In Dodge Mfg. Co. v. Sewell & Day Cordage 
Co. (C.C.), 142 Fed., 288, it was held by Judge Lowell that a 
rope manufacturer, who adopted a blue thread twisted into one 
of the strands of its rope as a trade-mark, was not entitled to 
restrain another manufacturer from using a thread of a different 
color. The question of validity of complainant’s mark, as con- 
fined to the particular color used, was expressly passed without 
decision. In A. Leschen & Sons Rope Co. v. Macomber & 
Whyte Rope Co. (C. C.), 142 Fed., 289, a trade-mark consist- 
ing of “a red or other distinctively colored streak applied to or 
woven in a wire rope” was held by Judge Kohlsaat invalid, not 
only because there could be no valid trade-mark in color alone, 
but for the further reason that it contained no distinctive design, 
but attempted to monopolize the right to use any streak of any 
color, however produced in or applied to a wire rope. In A. 
Leschen & Sons Rope Co. v. Broderick & Bascom Rope Co., 
134 Fed., 571, 572, 67 C. C. A., 418, it was held by the circuit 
court of appeals of the eighth circuit, speaking through Judge 
Amidon, that “a mark which consists simply in a colored strand 
in a wire rope, but is not restricted to any particular color,” 
can not be sustained as a valid trade-mark. It was said that in 
such case “it is the color which constitutes the mark and not its 
configuration, and a right to vary the color indefinitely would 
destroy that distinctive character which must inhere in a valid 
trade-mark.” The supreme court, in affirming the case upon the 
ground that a trade-mark for wire rope of a red or other dis- 
tinctively colored streak applied to or woven in the rope is too 
broad and too indefinite, found it unnecessary to decide the 
broad proposition asserted by the circuit court of appeals to 
which we have referred. 201 U. S., at page 172, 26 Sup. Ct., 
425, 50 L. Ed., 710. In A. Leschen & Sons Rope Co. v. Brod- 
erick, supra—which was an appeal from a dismissal by the 
patent office of opposition to an application for registration of 
trade-mark—the court of appeals of the District of Columbia 
(36 App. D. C., page 456) [Reporter, Vol. 1, p. 37] expressly 
left undecided the question whether a mark consisting of a stripe 
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of uniform width spirally disposed around the surface of wire 
rope may constitute a valid trade-mark. 

In considering whether complainant’s “spots” are distinctive 
in form and arrangement, and such as may be adopted as a mark 
of origin, or whether in ultimate analysis it is color rather than 
distinctive configuration that constitutes the mark, the fact that 
u1 the normal mechanical braiding of the cord with a colored 
strand “‘spots’’ are bound to appear “spirally,” in whatever form 
the exposed portion of the strand takes, seems pertinent’, as does 
the fact that the spots do not naturally indicate origin of manu- 
facture, either as being arbitrary marks or otherwise; but prima 
facie suggest only ornamental dressing. While there is a dif- 
ference in form between the spot created by the braiding of a 
colored strand in a sash cord and the form taken by a section 
of the colored strand or thread appearing from time to time 
on the surface of a twisted rope, the difference appears to us 
to be not in principle but in degree. How, apart from its color, 
can the exposed, though broken, surface of a braided strand be 
said to be a distintive design, when the product of all manufac- 
turers normally presents precisely the same feature and the same 
design ; for (to apply the expressions of Mr. Justice Lurton in 
Newcomer & Lewis v. Scriven Co., which we have quoted above) 
the color thus is not impressed upon an “arbitrary design,” nor 
is it employed in association with “characteristics which serve 
to distinguish the article as made and sold by” complainant. In 
the absence of controlling authority to the contrary, we are con- 
strained to agree with the views expressed by the circuit court 
of appeals of the eighth circuit. This, we think, results in a 
denial of the validity of complainant’s trade-mark. It is true 
that in the rope cases stress was laid upon the fact that the use 


of a colored strand is the only practicable way of marking rope, 


while it appears here that one manufacturer of sash cord stamps 
his name upon every foot of his product. But this distinction 
does not impress us as controlling, for the parties seem to agree 
that a mark upon sash cord, to be effective, should be substanti- 
ally permanent in character; and there may be danger that a 
mark applied upon the surface of the cord would be subject to 


a wearing off by use, and thus fail in one of the suggested pur- 
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poses of a permanent mark, viz., to enable the user, when re- 
placing the cord after years of use, to identify it by reference 
to its inherént marks; and, on the other hand, the use of a 
colored strand in a wire rope, being unusual, would be more 
distinctive, and so more naturally suggestive of origin, than a 
colored spot in a braided cord of a general type not infrequently 
so ornamented. The fact that the spot would be covered when 
the cord is in use cuts little figure. Complainant’s alleged mark, 
if infringed by that of defendant, occupies the field as against 
all colored marks effected by the use not only of one braided 
strand, but even of two in a twelve-strand cord, and whether 
so arranged as that the segments appear upon the surface two 
together or twice as close to each other. We think this result 
would give complainant an unwarranted monopoly, and that the 
district court rightly dismissed the bill in the trade-mark case. 

2. Unfair competition. The existence of a valid trade-mark 
is not essential to a right of action for unfair competition Elgin 
Watch Co. v. Illinois Watch Co., 179 U. S., 665, 674, 21 Sup. 
Ct., 270, 45 L. Ed., 365; Wolf Bros. & Co. v. Hamilton-Brown 
Shoe Co., 165 Fed., 413, 415, 91 C. C. A., 363, in which action 
the essence of the wrong consists in the palming off of the mer- 
chandise of one person for that of another, Elgin Watch Co. v. 
Illinois Watch Co., supra; Standard Paint Co. v. Trinidad As- 
phalt Co., 220 U. S., 446, 461, 31 Sup. Ct., 456, 55 L. Ed., 536 
|Reporter, Vol. 1, p. 10]; Rathbone, Sard & Co. v. Champion 
Steel Range Co., 189 Fed., 26, 33, 110 C. C. A., 596, 37 L. R. A. 
[N. S.], 258 [ Reporter, Vol. 1, p. 259]. Unless such palming 
off is shown, the action fails. Coats v. Merrick Thread Co., 149 
U. S., 562, 573, 13 Sup. Ct., 966, 37 L. Ed., 847; Howe Scale 
Co. v. Wyckoff, 198 U. S., 118, 140, 25 Sup. Ct., 609, 49 L. Ed., 
972. And so unfair competition can not be predicated alone on 
the use of another’s mark which is invalid as a trade-mark 
because not appropriable as such; that is to say, when not used 
in such way as to amount to a fraud upon the public. Paint Co. 
v. Asphalt Co., supra. An important respect in which the ac- 
tion for infringement of trade-mark differs from that for unfair 
competition is that in the former the wrongful intent is presumed 
from the fact of infringement, while in the latter recovery can 
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be had only on proof of wrongful intent in fact, although an 
inference of such intent may be justified “from the inevitable 
consequences of the act complained of.” Elgin Watch Co. Case, 
supra, 179 U. S., at page 674, 21 Sup. Ct., at page 270, 45 L. Ed., 


206 


395: 

The diverse citizenship of the parties, in connection with the 
amount involved, gave the district court jurisdiction over the 
suit for unfair competition, as well as the action for infringe- 
ment of the claimed common law trade-mark. Paint Co. v. As- 
phalt Co., supra, 220 U. S., at page 456, 31 Sup. Ct., 456, 55 L. 
Ed., 536. [Reporter, Vol. 1, p. 15.] There is no inconsistency 
between the two actions. Both pertain to the same broad sub- 
ject of unfair competition. Merriam v. Saalfield (C. C. A., 6th 
Cir.), 198 Fed., 369, 372, 117 C. C. A., 245. [Reporter, Vol. 2, 
pp. 443, 448.] Nor is there any objection, on either principle 
or authority, to the joining of the two causes of action in one 
suit; on the contrary, such joinder is usually to be preferred as 
preventing an unnecessary suit. G. Heileman Brewing Co. v. 
Independent Brewing Co. (C. C. A., 9th Cir.), 191 Fed., 480, 
492, 112 C. C. A., 133. [Reporter, Vol. 2, pp. 47, 52.] Several 
cases in the supreme court and in this court illustrating the 
practice of such joinder are cited in the margin.! It follows 
that complainant’s insistence upon prosecuting its trade-mark 
suit and the latter’s pendency on appeal in this court were not 
grounds for denying a temporary injunction in the suit for 
unfair competition. 

There remains the question whether the district court prop- 
erly exercised its discretion in denying injunction upon the 
meritorious ground that a case of unfair competition was not 
made out. There was testimony that the form and arrangement 
of complainant’s “spots” had by long use become associated in 
the public mind as representing complainant’s manufacture, and 
that defendant’s mark so far resembled complainant’s as that, the 


* Coats v. Merrick Thread Co., supra; Paint Co. v. Asphalt Co., supra; 
Newcomer ¢& Lewis v. Scriven Co., supra; Dietz v. Horton Mfg. Co., 
170 Fed., 865, 96 v. LC. A. 41; Eldward Hilker Mop Co. v. U. S. Mop 
Co., 191 Fed., 613, 112 C. C. A., 176 [Reporter, Vol. 2, p. 105]; Gaines v. 
Turner-Looker Co, 204 Fed.. 553, 123 C. C. A., 79 [Reporter, Vol. 3, 
p 311]. 
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former's cord could easily be mistaken for that of the latter 
and sold as such, especially if the label had been removed and 
the goods were not shown side by side. And the district judge 
i his opinion (193 Fed., p. 275) denying a temporary injunction 
in the trade-mark case, spoke of defendant’s cord as a -“‘spotted 
cord, which, in a general way, by an ordinary person, might be 
taken to be complainant’s fabric, if it were not closely examined.” 
[Reporter, Vol. 2, pp. 161, 164.] The record amply supports this 
conclusion. 

There was also testimony tending to show that the labels 
were not always on the “hanks’’ even when sold by the piece, 
being liable to destruction by wear, and, of course, subject to 
purposeful removal; and that sales of less than full pieces were 
sometimes made to persons other than dealers and architects; 
also, that purchases had been made (apparently in preparation 
for suit) tending to show that some dealers were selling defend- 
ant’s cord as “spot cord,” which is complainant’s trade-name; 
also, that an architect, as well as a contractor, had been misled 
by its appearance into passing defendant’s cord for “spot cord,” 
which had been specified; also, testimony from which an intent 
to get the benefit of the reputation of complainant’s cord might 
be inferred from correspondence and advertising. This testi- 
mony tended prima facie to make a case of unfair competition. 
Defendant replied by counterproofs and explanations tending, 
among other things, to show nonliability to confusion on the part 
of the ordinary purchaser between the two marks, and assert- 
ing an absence of intent to mislead or confuse, and an attempt 
to adopt a mark which should not conflict with that of any other 
manufacturer. 

The district judge seems to have based his conclusion that 
the charge of unfair competition in fact was not established 
largely on the difference between labels, including the supposed 
nonlikelihood that their use would permit any but a grossly 
careless person to be deceived, and a finding of good faith on 
defendant’s part with respect to the use and intended preserva- 
tion of the labels, at the same time expressing the view that 
defendant was “under no obligation to complainant to put on 
labels of any sort.’’ Defendant’s wrappers do clearly distinguish 
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its product from complainant’s; and if the cord were sold only 
in wrappers, and to observing dealers or customers, there could 
be little danger of misleading, in the absence of actual fraud 
on the part of dealers; for which fraud, unless participated in 
or encouraged by defendant, it would not be responsible, pro- 
vided it had done its legal duty in distinguishing its own product 
from that of complainant. Rathbone, Sard & Co. v. Champion 
Steel Range Co., supra, 189 Fed., at page 33, 110 C. C. A., 596, 
37 L. R. A. (N. S.), 258. [Reporter, Vol. 1, pp. 259, 268.] 

However, the protection against unfair competition is not 
limited to such imitation or conduct as would deceive a cautious 
and discriminating purchaser, but includes such as would be 
likely to mislead the ordinary or usual buyer; and the liability 
of the ultimate consumer to be misled must be reckoned with. 
Edward Hilker Mop Co. v. U. S. Mop Co., supra; Coco-Cola Co. 
v. Gay-Ola Co. (C. C. A., 6th Cir.), 200 Fed., 720, 723, 119 
C. C. A., 164 [.Reporter, Vol. 3, pp. 1, 4]; Gaines v. Turner- 
Looker Co., supra, 204 Fed., at page 556, 123 C. C. A., 79. 
[Reporter, Vol. 3, pp. 311, 314.] And if the marking of de- 
fendant’s cord was such that it was likely, by the ordinary pur- 
chaser, to be taken for complainant’s cord, if not closely ex- 
amined, the failure to use distinguishing labels would normally 
be evidence of an intent to mislead. In such case a burden would 
rest upon defendant to see to it that purchasers are not likely 
to be deceived by confusion between the two marks; and, if 
defendant’s product can not be so dressed or put out as sub- 
stantially to assure such result, defendant should not be allowed 
to use the mark in question. Coca-Cola Co. v. Gay-Ola Co., 
supra, 200 Fed., at pages 724, 725, 119 C. C. A., 164. | Reporter, 
Vol. 3, pp. 1, 6.] 

It is clear that upon the record presented the granting of 
preliminary injunction would have been well within the court’s 
discretion. The important question is whether its denial was 
clearly an improvident exercise of discretion; for the general 
rule governing the review of orders either granting or denying 
preliminary injunction (as held by numerous cases in this court, 
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some of which are cited in the margin 2) is that the order should 
not be disturbed unless it clearly appears that the court below 
has exercised its discretion upon a wholly erroneous conception 
of pertinent facts or law. We think the court did intend to 
decide that defendant was not shown in fact to have intended, 
and that its conduct in so manufacturing and putting out its 
cord did not in fact tend, to pass off its product as that of com- 
plainant; and, if so, the mere fact that other and untenable 
grounds of denial were stated would not justify reversal. But 
the conclusion stated was reached while the court was appar- 
ently laboring under the misapprehension of law that there 
could be no unfairness in defendant’s use of the colored spots 
because of its supposed unqualified right to such use (for the 
reason that they were not subject to complainant’s exclusive 
appropriation), and that defendant was under no obligation to 
use labels of any kind; and this misapprehension would, we 
think, naturally affect the ultimate conclusion of fact reached. 
We therefore think we are called upon to exercise our own 
judicial discretion with respect to the issuing of injunction. 
Taking into account the evidence presented and its tendency, 
we are constrained to the view that injunction should issue re- 
straining defendant, generally (pending final hearing upon the 
merits) from making, marketing, or advertising sash cord in any 
way tending to mislead the public into believing that the cord 
made or sold by it is complainant’s product. Inasmuch, how- 
ever, as the greater part of defendant’s stock now on hand has 
presumably been manufactured since the denial of injunction 
below, and so, in a sense, under the implied approval of the 
district court, and having in mind that on this application for 
temporary injunction we balance considerations of convenience 
and inconvenience, rather than finally determine the rights of the 
parties, we think defendant should be permitted to sell, as now 
marked and labeled, its stock on hand at the date of filing this 





* Duplex Printing Press Co. v. Campbell Printing Press & M. 
C'o., €9 Fed., 250, 252, 16 U. C. A., 220; Shelbyville v. Glover, 184 Fed., 
234, 238, 106 C. C. A., 376: Grand Rapids v. Warren Bros. Co., 106 
Fed., 892, 804, 896, 116 C. C. A., 454; Acme Acetylene Co. v. Commercial 
Acetylene Co., 192 Fed., 321, 323, 112 C. C. A., 573; Louisville & N. Ry, 
Co. v. Western Union Telegraph Co. (C. C. A.), 207 Fed., 1, 4. 
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op*nion, on giving satisfactory bond to account for such profits 
and damages resulting from the sale of that stock as complain- 
ant may ‘ultimately be found entitled to. Otherwise, and as 
to stock not on hand when this opinion is filed, the manufacture 
and sale of defendant’s cord, as now marked, should be specific- 
ally enjoined, unless it shall be so put out as effectively and 
permanently to distinguish it from complainant’s product. There 
now occurs to us no practicable way in which, with its present 
markings, it can be so dressed or put out as to secure the result 
stated. We do not, however, definitely decide that there is no 
practicable way of so securing such result. It may be considered 


by the district court, as may also the question whether injunc- 


tion bond should be required of complainant; and, if so, the 
amount thereof, together with any and all other questions of 
detail which may arise upon settlement of the order of injunc- 
tion below. Of course, we have not attempted to determine 
what modification, open to defendant, of the form of its present 
mark upon the cord, would sufficiently distinguish the latter 
from complainant's product. 

The order of denial in No. 2359 is reversed, with costs, and 
the case remanded to the district court with directions to issue 
temporary injunction in accordance with the views expressed 
in this opinion. The final decree in No. 2358 is affirmed, with 
costs. 


[See Reporter, Vol. 2, p. 164, notes.] 


H. E. WintTERTON Gum Co. v. AutosaLEs Gum & CHoCco- 
LATE Co. 


(211 Fed. Rep., 612.) 


Sixth Circuit, February 4, 1914. 


1. INJUNCTION—VOLUNTARY ABANDONMENT OF INFRINGEMENT. 

A defendant guilty of unfair competition may be rightfully en- 
joined, though at the time of hearing he has abandoned the offending 
label and disclaims an-- intent to resume its use. 

2. UnFatR ComPETITION—DESCRIPTIVE TERM. 
A descriptive term that has not acquired a secondary meaning 
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to indicate the goods of a particular manufacturer, may be used by 
any one, but not so as to confuse the goods of a later user with those 
of an earlier user of the term. 


3. Unrarr CoMPETITION—DrcepTion oF ULTIMATE PURCHASER. 
The liability to deception of the ultimate purchaser is the test 
of unfair competition. It is enough that the ordinary and casual 
buyer would be misled, and .uw.e ignorance and illiteracy of such buy- 


ers is to be considered in determining the likelihood of their decep- 
tion. 


4. DecepTion oF ULTIMATE PURCHASER—LIABILITY OF MANUFACTURER. 
The manufacturer is not responsible for the fraud practiced by 
the retailer upon the consumer, if he has done his legal duty in dis- 
tinguishing his product from that of a competitor; but he is re 


sponsible for such deception as he has made possible by his acts or 
omissions. 


5. UNFAIR CoMPETITION—CHANGES REQUIRED To CORRECT. 

One who has been guilty of unfair competition, should be required 
to differentiate his product from that of his competitor to a greater 
degree than would be required if the unfair competition had not ex- 
isted and an unlawful trade had not been built up by its aid. 


Appeal from decree of the United States district court for 


the western district of Tennessee, in favor of complainant. Af- 
firmed. 


Elias Gates, of Memphis, Tenn. (Lehman, Gates & Mar- 
tin, of Memphis, Tenn., of counsel), for appellant. 
A. A. Thomas, of New York City, for appellee. 


Before KNApPEN and DENISON, circuit judges, and Day, 
district judge. 


KNAPPEN, Circuit Judge——This is an appeal from an inter- 
locutory decree awarding injunction and accounting in a 


suit 
for unfair competition. 


The important facts are these: In 1897 the Colgan Gum 
Company began manufacturing paper-wrapped chewing gum. 
In 1908 it began making a brand of gum in the form of thin 
disks or chips; its first variety being violet-flavored and called 
“Violet Chips,” its second variety (put out in 1909) being mint- 
flavored and called “Mint Chips.” The company adopted in 
1908 a distinctive package in the form of a round, enameled, 
and lithographed tin box, about 11/16 inches deep and with a 
cover about 1% inches in diameter, containing ten disks, and 


retailing at five cents. The Violet Chips were contained in 
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violet-covered boxes and the Mint Chips in boxes colored green. 
The lettering upon both boxes was white. Upon the covers of 
the boxes containing Violet Chips were the words “Colgan’s 
Violet Chips—The Gum That’s Round”; the latter four words 
being in the form of a circle on the margin of the lower half 
of the cover-top. The Mint Chip boxes had the same legend, 
using, however, the word “Mint” instead of “Violet.” There 
was other printing upon the bottom of the boxes and on the 
rim of the cover. The Colgan Company was not the first 
to manufacture gum in the form of disks, but it was the first to 
put out “round gum” in round tin boxes, and at the time its 
manufacture began it was the only manufacturer of round gum. 
The Faultless Chemical Company had for a few years put out 
what it called “Chips,” its package being a rectangular paste- 
board box; at least one form of its advertisement carrying the 
legend, “The gum that’s round.” The Faultless Company ceased 
manufacturing gum as early as 1900, and its round-gum cutting 
machines were in 1907 sold to the Colgan Company, in prepara- 
tion for its manufacture of round gum. One, Primley, manu- 
factured a round gum from about 1893 to 1806, when he ceased. 
His disk was of considerably larger diameter than Colgan’s, 
and was packed in gold-colored pasteboard boxes and called 
“Primley’s Goldbox Gum.” The Faultless Company and Prim- 
ley seem to have been the only ones manufacturing round gum 
previous to Colgan’s taking up that form. The Colgan Company 
sold out its business to complainant (appellee) May 15, 1911, 
and the latter has continuously sold (among other gums) the 
Violet and Mint Chips of the same diameter and form, in pre- 
cisely the same kind of a package, and lettered in precisely the 
same way, except as respects certain details on the bottom of the 
box not material here—latterly putting seven disks in a box. 
From 1908 until approximately June, 1911, the Colgan Gum 
Company expended in advertising Colgan’s “Chips” about $250,- 
000, by means of magazine and newspaper advertisements, bill- 
boards, window displays, hangers, counter display stands, sample 
distribution, and otherwise; and complainant, from May 15, 
1911, to March 31, 1913, expended in advertising the same prod- 
uct, in ways similar to those employed by the Colgan Company, 
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more than $180,000. The advertising matter of both complain- 
ant and Colgan generally contained prominent pictorial repre- 
sentations of the boxes or containers, or both. From the time 
they were put on the market until January, 1913, the sales of 
Colgan’s Violet and Mint Chips have amounted to about $1,- 
750,000. The counter display stands put out by the Colgan Com- 
pany and complainant were of enameled metal, consisting of 
five upright compartments, each adapted to hold four boxes of 
chips; the stand containing, among other lettering, the words 
“Colgan’s Chips” prominently displayed, together with the words 
“The Gum That’s Round,” printed in color on a white circular 
surface, the character “5c’’ being in the center of the circle. 
Colgan’s Chips were delivered to the retailer in distinctive paste- 
board cartons, each holding twenty boxes, the cartons being 
colored to correspond with the boxes they contained, and being 
prominently marked on the cover (which was provided to be 
left open) “Colgan’s Mint Chips” (or Violet Chips, as the case 
might be) “The Gum That’s Round”; the lettering throughout 
on the cartons being white and having conspicuously displayed 
on each side and each end of the carton the words “The Gum 
That’s Round,” contained within a circle, in connection with 
the words “Mint Chips” or “Violet Chips,” the circle on the 
ends of the cartons being between the two words forming the 
name of the chips. The principal sales of Mint Chops and Vio- 
let Chips (both of Colgan and complainant) were in the south 
and southwest parts of the United States, and in some sections 
largely to Negroes, Italians, and French. Customers were in 
the habit of calling for and ordering these chips by the names 
“round gum,” “tin box gum,” or “tin gum.” 


’ 


About the middle of the year 1912 defendant began putting 
out a round gum, which it called “Winterton’s Satsuma Chips.” 
It adopted a box of the precise shape, size, and form of that 
used by Colgan and complainant, even to the slight depression 
in the cover of the box, which left more or less of a rim on the 
upper surface; defendant’s box contained from seven to eleven 
chips. Defendant also enameled its boxes, using two different 
colors, a iight blue and red, respectively; the gum, however, 
contained in the different colored boxes being apparently the 
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same, including flavor. Defendant also lettered its boxes in 
white, the inscription upon the top of the box being “Winter- 
ton’s Satsuma (Trade-Mark) Chips. A dainty box for the 
purse”; the word “Chips” being printed in a distinctive style 
similar to that word as printed upon complainant’s Violet Chip 
boxes, and the words “A dainty box for the purse” occupy- 
ing the same position as complainant’s legend “The Gum That’s 
Round.” Defendant likewise packed its “Chips” for the use 
of the retailer in pasteboard cartons, the blank being apparently 
cut from the same pattern as complainant’s, even to the ears at- 
tached to the cover for the purpose of holding it up when the 
box is open. Defendant’s cartons thus contained the same num- 
ber of boxes as did complainant’s, and were likewise colored to 
correspond with the color of the enameled tin boxes contained 
therein, and likewise had a circle in white prominently displayed 
on the cover, the sides, and ends of its cartons, in the same 
relation to the words “Satsuma Chips” as complainant’s circle 
occupied toward the words “Violet Chips” or “Mint Chips”; 
the legend within defendant’s circle being “Satsuma—That 
Regular Make,” so arranged that the word “That” is promi- 
nently and alone in the exact center of the circle, as is the word 
“That’s” in the circle of complainant and Colgan. 

Defendant has spent comparatively little in advertising its 
product in question, its total outlay for all advertising pur- 
poses, including free gum, being from $6,000 to $8,000. It has 
done no pictorial advertising, and but little in trade journals or 
other periodicals. Its goods have been sold through traveling 
salesmen in the territory occupied by complainant, and ap- 
parently in large part upon the strength of the popularity of 
complainant’s chips. Since the advent of defendant’s chips, 
complainant’s sales have been appreciably affected in some lo- 
calities; and a part of this interference seems fairly traceable 
to the competition of defendant, whose boxes being of the same 
size and shape, and at a distance of a few feet presenting the same 
general appearance as those of complainant (although actually 
differing in color and otherwise), could be, and in some instances 
are shown to have been, put in and sold from complainant’s 
display standards and jars, mixed with boxes of complainant’s 
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chips. The fact that defendant’s chips were sold to the retailer 
at a lower price than complainant’s, although sold to the con- 
sumer at the same price, would naturally offer temptation to 
the retailer to confuse the two manufactures. 

After suit was threatened, and during the last days of No- 
vember, 1912, defendant formally discontinued the use of its 
cartons and containers, as well as the name “Satsuma Chips,” 
protesting, however, that such discontinuance was only tempo- 
rary; and about six weeks later, and shortly after this suit was 
begun, began putting out the same product and in the same style 
of package, except that the name was changed from “Chips” to 
“Wafers,” the words “A dainty box for the purse,” formerly 
printed on the cover, being omitted; and the position and style 
of type in the word “Wafers” differing from the position and 
type of the word “Chips” in the former label. The colors 
adopted were a shade of tan and a slightly different shade of 
blue. An amended and supplemental bill was filed to méet the 
new situation. The decree enjoined defendant specifically from 
manufacturing and putting out chewing gum in round packages 
of the shape, style, and appearance of either defendant’s “Sat- 
suma Chips” or “Satsuma Wafers” boxes, as well as in defend- 
ant’s pasteboard cartons; and generally from manufacturing and 
putting out chewing gum in colored round metal packages or 
pasteboard boxes, or under labels, substantially identical with 
or like complainant’s boxes, packages, and labels, or such as are 
calculated to deceive purchasers or consumers. Defendant does 
not assign error upon the specific enjoining of the use of its 
“Satsuma Chips” boxes and cartons, but does complain that it is 
adjudged guilty of unfair competition and of the general features 
of the injunction, as well as the specific enjoining of the use of 
“Satsuma Wafers” boxes and packages. 

We think the court rightly found unfair competition, and 
rightly enjoined the use of defendant’s “Satsuma Chips” boxes 
and containers, despite defendant’s disclaimer of intention to 
resume the use of that label. The injunction properly extended 
to the use of any boxes, containers, or labels likely to mislead 
the public by creating confusion between the two manufactures. 


The question whether complainant can acquire, broadly speak- 
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ing, a monopoly of the right to use a round, tin, lithographed 
box is not here involved; the decree need not rest upon the 
theory of such monopoly. The dress of complainant’s boxes 
and cartons, taking all their features into account, is, in our 
opinion, distinctive ; and this distinctive dress has become known 
to the public as characterizing complainant’s product. This 
dress is therefore entitled to protection against unfair competi- 
tion. Paris Medicine Co. v. W. H. Hill Co. (C. C. A., 6th Cir.), 
102 Fed., 148, 42 C. C. A., 227; Wm. Wrigley, Jr. & Co. v. 
Grove Co. (C. C. A., 2d Cir.), 183 Fed., 99, 101, 105 C. C. A, 
391; Moxie Co. v. Daoust (C. C. A., Ist Cir.), 206 Fed., 434 
| Reporter, Vol. 3, p. 371]; Samson Cordage Works v. Puritan 
Cordage Mills, 200 Fed., 603, decided by this court January 13, 
1914. |Ante, p. 225.] 

It is true that the word “Chips” is a descriptive term, and 
(unless it has acquired a secondary meaning, which we are not 
called upon to decide) could not be exclusively appropriated. 
But while defendant had the right to use the word as describ- 
ing its goods, it had not the right to so use it in connection 
with other words and form of dress as to induce the public to 
believe that its “Chips” are complainant’s product. Wm. Wrig- 
ley, Jr. & Co. v. Grove Co., supra, 183 Fed., at page 101, 105 
C. C. A., 391. The rule in trade-mark cases, that color, except 
im connection with some definite, arbitrary design, can not be the 
subject of exclusive appropriation (Leschen Rope Co. v. Brod- 
erick, 201 U. S., 166, 171, 26 Sup. Ct., 425, 50 L. Ed., 710; 
Samson Cordage Works v. Puritan Cordage Mills, supra, and 
cases there cited), has little application here; where the pivotal 
question, so far as it affects that feature, is the existence or 
nonexistence of deceptive similarity. 

That color may be one of the elements making up a dress 
entitled to protection is clear. Coca-Cola Co. v. Gay-Ola Coa. 
(C. C. A., 6th Cir.), 200 Fed., 720, 724, 119 C. C. A., 164. 
|Reporter, Vol. 3, pp. 1, 6.]| We are unable to resist the con- 
clusion not only that the dress of defendant’s “Satsuma Chips” 
boxes and cartons inevitably tends to confuse defendant’s 
“Chips” with complainant’s product, having in mind the con- 
ditions under which the two products are sold, but that the 








i 
if 


EUR aE seas a HA AR SR AS 


244 THE TRADE-MARK REPORTER 


dress employed by defendant was adopted with the intent thereby 
to profit from the popularity of complainant’s product and the 
latter’s good will. It is true that the differences in coloring and 
lettering are such that the careful and discriminating purchaser, 
abie and willing to read and seeing the two products side by 
side, need not be misled into accepting defendant’s product for 
that of complainant; but the record suggests that not all of 
complainant’s customers are able to read English at least, that 
the conspicuous characteristic in the minds of many purchasers 
is the round gum in the tin box, and that a casual observation of 
the differences in coloring and lettering of complainant’s boxes 
would not suggest to the ordinary purchaser the distinction be- 
tween the two products. 

It need scarcely be said that it is the ultimate purchase1 
whose deception is to be guarded against; that the imitation need 
not be such as to mislead the careful and discriminating pur- 
chaser. It is enough that it misleads the ordinary and casual 
buyer. Coca-Cola Co. v. Gay-Ola Co., supra, 200 Fed., at page 
723, 119 C. C. A., 164 [Reporter, Vol. 3, pp. 1, 4]; Cordage 
Works v. Cordage Mills, supra, and cases there cited. [Ante, 
p. 225.] 

It is urged that defendant is not responsible for the fraud 


uw 


of the retailer; and this is true where such fraud is not en- 
couraged by the defendant, and where the latter has done its 
legal duty in distinguishing its product from that of its com- 
petitor. Rathbone, Sard & Co. v. Champion Steel Range Co. 
(C. C. A., 6th Cir.), 189 Fed., 26, 33, 110 C. C. A., 596, 37 L. 
k. A. (N. S.), 258. But in our opinion defendant has not 
brought itself within this limitation. 

Whether defendant’s “Satsuma Wafers” boxes and cartons 
unfairly compete presents a somewhat different question, but 
we think different only in degree. If the consideration of these 
bexes and cartons could be dissociated from the previous use 
of and experience with defendant’s “Satsuma Chips” boxes and 
containers, we might hesitate to find sufficient misleading simi- 
larity to justify a conclusion of unfair competition. But this 


dissociation can not properly be made; defendant seems to have 
gained a foothold with the trade through the use of its “Satsuma 
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Chips” boxes and containers; presumably the latter were still 
kept in stock to some extent by some dealers at the time Sat- 





suma Wafers were put out; and, in view of the history we have 
stated, we are impressed that the differences between “Satsuma 
Wafers” and “Satsuma Chips” boxes are not such as sufficiently 
te distinguish the former from complainant’s “Chips” to pre- 
vent the misleading of the ordinary buyer. In many cases the 
use of the manufacturer’s name is sufficient to prevent con- 
fusion,-but there is no hard and fast rule to this effect. Gaines 
v. Turner-Looker Co. (C. C. A., 6th Cir.), 204 Fed., 553, 556, 
123 C. C. A., 79. [Reporter, Vol. 3, pp. 311, 314.] The ques- 
tion of deceptive similarity is, after all, one of fact, to be de- 
termined in each case upon its own peculiar incidents. } 


The record contains several assignments of error addressed 
tc the overruling of objections and to the reading of portions 
of depositions of certain witnesses. These assignments are not 
discussed in appellant’s brief, beyond the statement that they 
“are submitted for the consideration of the court on the rea- 
sons assigned in the objections to the evidence and without 
further argument on our part.” They are not discussed in ap- 
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pellee’s brief. We nowhere find any reference to the pages of 
the record where the action complained of is to be found, as is 
required by subdivision 2 of rule 20 of this court (202 Fed., xiv, 
118 C. C. A., xvi); nor is the substance of the admitted evi- 
dence quoted in the assignments, as required by our rule No. 11 
(202 Fed. viii, 118 C. C.A., x). We should not be called upon 
te search the record for this purpose, and so can not consider 
the assignments. Chicago, Gt. Western Ry. Co. v. Egan (C. C. 
A., 8th Cir.), 159 Fed., 40, 46, 86 C. C. A., 230. 

The judgment of the district court is affirmed, with costs. 


Note—Defendant’s corporate name was printed on the bottom and 
on the cover rim of its Satsuma Chips box, on the side only (below the 
cover rim) of its Satsuma Wafers box, and on the top of its cartons; 
in each case in less cospicuous position and type than its trade-name. 
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Strix, BAER & FULLER Dry Goons Co. et al. v. AMERICAN 
PIANO Co. 


(211 Fed. Rep., 271.) 


Eighth Circuit, November 28, 1913. 


1. Faminy NAME—RicHT To Usk. 

A family name is incapable of appropriation in trade, to the ex- 
clusion of others of the same name, so long as the use by the latter 
is with reasonable precautions to prevent the public from being deceived, 
and the requirement that the articles of different manufacture be dis- 
tinguished should not be pushed so far as to make impracticable the 
use by any one of his name in trade. 

2. Famity NAME—REGULATION OF USE. 

Injunctions regulating the use of a family name should be specific 
as to what is forbidden or required. 

To compel later users of a family name, the descendants of the 
founders of the business, to mark their pianos with a notice “this is 
not an original Knabe,” is an unwarranted restriction upon the latter’s 
right to make and sell the same piano heretofore known to the public 
under that name, provided its origin or manufacture be not misrepre- 
sented. 

Form and manner of notice prescribed. 


Appeal from an order of the district court of the United 
States for the eastern district of Missouri, granting a preliminary 
injunction. Modified and affirmed. 


Wiiliam Knabe began the manufacture of the piano which has since 
become famous as the “Knabe” in the city of Baltimore, in 1837. Soon 
after he took his two sons, Ernest and William II into partnership under 
the firm name of “Wm. Knabe & Co.” ‘The father died in 1864. The 
business was continued by members of his family under the same firm 
name; Ernest Knabe becoming the head of the firm. In 1889 the busi- 
ness was incorporated under the laws of Maryland, as “William Knabe 
& Company Manufacturing Company.” In 1908 the property of this 
company, including trade-marks, trade-name, and good will, was trans- 
ferred to the complainant, the American Piano Company, which was 
organized for the purpose of taking over the business of the Knabe 
Company, and also that of Chickering & Sons, of Boston, and the 
Foster, Armstrone Company of Rochester. 

Ernest Knabe, Jr., and William Knabe III were the sons of Ernest 
Knabe above named, and grandsons of William Knabe, the founder of 
the business. These two men were taken into the factory in the late 
80’s, when they were eighteen years of age, and trained by their father 
in the business of piano making, and the traditions of the family, 
Ernest Knabe died in 1894. Soon thereafter Ernest, Jr., and William 
III bought out the interest of the other members of the family in the 
corporation and became its sole owners and its executive officers, and so 
continued until the transfer to complainant in 1908. At that time they 
also became respectively president and vice-president of complainant, 
and continued in that position until they retired from the company in 
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1911. They then went to Cincinnati, Ohio, organized a corporation 
under the laws of that state under the name of Knabe Bros. Company, 
and engaged in the manufacture and sale of pianos. 

Soon after the Knabe Bros. Company began. business, the appellee 
filed its bill in the district court for the southern district of Ohio, 
against it and its officers, and prayed for a preliminary injunction re- 
straining them from using the name “Knabe” either singly or in combi- 
nation, upon pianos, in advertisements or otherwise, in the piano busi- 
ness. To this bill the defendant filed a cross-bill asking certain relief 
against the complainant. Upon the hearing the court issued an injunction 
restraining the Knabe Bros. Company from placing the words “Knabe 
Brothers” upon the fall-board or any conspicuous part of any piano 
manufactured or sold by them, but added the following language: “But 
this order shall not prevent Ernest J. Knabe, Jr., and William Knabe 
Ill from doing business under their own names or under the name 
of ‘Knabe Bros. Company, or from stating that the piano’ of their, or 
defendant’s manufacture, is made by, or under the supervision of Er- 
nest J. Knabe, Jr., and William Knabe III.” 

The court further enjoined the complainant in the case from dis- 
playing any sign or placard “containing the statement that the Knabes 
of the present gener: shies are still making the William Knabe Company 
piano, or are connected with the American Piano Company, or making 
any statement from which the inference of such connection may be 
fairly drawn. Although it may be permitted to state, if it so desire, 
that a grandson of William Knabe is still connected with the making 
of the ‘Knabe’ piano.” It further enjoined the complainant from “pub- 
lishing that Ernest J. Knabe, Jr., or Wm. Knabe III have any connection 
with the American Piano Company.” 

Controversies arose as to the rights of the defendants under this 
injunction, and upon a subsequent application the court, for the guidance 
of the parties, made an order requiring defendant to place on the fall- 
boards of its pianos the following language: 


“The Knabe Bros. Company. 
“This piano is not an Original ‘Knabe’ but is made under the super: 
vision of E. J. and Wm. Knabe III, grandsons of the original Wm. 
Knabe I.” 


No appeal has been taken from this order. 

The appellant here, the defendant below, Stix, Baer & Fuller Dry 
Goods Company, conducts a large department store in the city of St. 
Louis. In 1912, it entered into contract with the Knabe Bros. Com- 
pany, to sell their pianos, and to make them the leader in that line of 
trade. In promoting this business it advertised extensively in the papers 
of St. Louis, and some other trade journals. In December, 1912, the 
American Piano Company filed the present bill against the above named 
appellant, and also against the Knabe Bros. Company and Ernest J. 
Knabe, Jr., and William Knabe III, setting forth the above facts and 
charging in particular that the advertisements were calculated to palm 
off defendant’s pianos as complainant’s, and also to cause the public to 
believe that defendants were the successors in business of the Baltimore 
concerns. Process was served upon the Stix, Baer & Fuller Co. alone, 
but the Knabe Bros. Company afterwards entered its appearance in the 
case and participated in its defense. The bill was supplemented by af- 
fidavits, and upon the showing complainant moved the trial court for a 
preliminary injunction. At the hearing counter affidavits were pre- 
sented on behalf of the defendant. The trial court issued an injunction 
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as prayed in the bill. It is general in its terms, enjoining the defendants 
“from making any oral representation or using or permitting to be used 
in connection with the sale of pianos, in any catalogue, placard, circular, 
advertisement, or otherwise, descriptive of pianos manufactured by the 
Knabe Bros. Company, any statement or. representation calculated to 
induce the public to believe that the pianos manufactured by the said 
defendant, the Knabe Bros. Company, and sold or offered for sale by 
said the Knabe Bros. Company, or said defendants, Stix, Baer & Fuller 
Dry Goods Company, are Knabe Pianos.” The court further found that 
the advertisements published by the Dry Goods Company were calculated 
to induce the forbidden belief on the part of the public and enjoined 
the defendants “from again or further making, using or issuing the 
said advertisements in the same or substantially the same form.” The 
present appeal is brought to review that order. 


Gilbert Bettman, of Cincinnati, Ohio, and William S. Bedal, 
of St. Louis, Mo. (Edward C. Eliot, of St. Louis, 
Mo., on the brief), for appellants. 

Frederick N. Judson and J. Porter Henry, both of St, 
Louis, Mo. (John F. Green, of St. Louis, Mo., and 
Masten & Nichols, of New York City, on the brief), 
for appellee. 


Before Hook and SmiTH, circuit judges, and Amipon, dis- 
trict judge. 


Amipon, District Judge (after stating the facts as above) 
—rThis case is closely parallel with the Hall Safe Cases, reported 
in 208 U. S., 267, 28 Sup. Ct., 288, 52 L. Ed., 481, and 208 U. S., 
554, 28 Sup. Ct., 350, 52 L. Ed., 616. There is this distinction: 
The present case concerns pianos, an article used in the fine art 
of music, and hence the personal genius of the maker would be 
a larger element than manufacturing and business organization 
in producing trade reputation. In the safe business the latter 
elements would be controlling. Here, as in the Hall cases, there 
is nothing in the connection of the individual defendants with 
the Wm. Knabe & Co. Manufacturing Company or its sale to 
complainant, which restricts or estops them from using their 
names in the piano business. 


Ernest J. Knabe, Jr., and William Knabe III have a peculiar 
right to use the name “Knabe” in their trade. They are not 
pirates. They have not come into the piano business from some 
other field for the purpose of stealing a good name. They were 
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bred and trained to the business and have known no other call- 
ing throughout their lives. They are the only living descendants 
of the man who made the Knabe piano famous, who now bear 
the name Knabe. They were associated with those founders 
iti the production of the piano, and acquired their skill and tra- 
ditions. They have the right to use their name in trade and 
state these facts. So said the supreme court in the Hall safe 
cases: 


___ “With such explanation the defendants may use the Hall’s name, and, 
if it likes, may say that they are sons of the first Hall, and brought up 
in their business by him, and otherwise may state the facts.” 


It is now settled beyond controversy that a family surname 
is incapable of exclusive appropriation in trade. The right of 
every man to use his own name in his business was declared in 
the law before the modern doctrine of unfair trade competition 
had arisen. It is part of the law of trade-mark. The subject 
may therefore be properly approached from that side. If, how- 
ever, the name has previously become well known in trade, the 
second comer uses it subject to three important restrictions: 
(1) He may not affirmatively do anything to cause the public 
to believe that his article is made by the first manufacturer. (2) 
He must exercise reasonable care to prevent the public from 
so believing. (3) He must exercise reasonable care to prevent 
the public from believing that he is the successor in business of 
the first manufacturer. This duty to warn, however, must not 
be pressed so far as to make it impracticable for the second 
comer to use his name in trade. Otherwise we destroy under 
the law of unfair trade competition the very right which we have 
saved under the law of trade-mark. 


As to the marks upon individual instruments, the inscription 
prescribed by the court in Ohio granted complainant the full 
measure of relief to which it is entitled. In fact, the court went 
further than some courts have been willing to go. L. E. Water- 
man & Co. v. Modern Pen Co., 197 Fed., 534, 117 C. C. A., 30. 
[Reporter, Vol. 2, p. 349.] This case decides that the word 
“original,” in a similar inscription, tended “to characterize the 
defendant’s product as inferior to that of the complainant, and 
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is unduly prejudicial to it,” and modified the decree of the trial 
court so as to correct this impression. If the word “original” 
in the sentence, “This piano is not an original Knabe,” means 
that the instrument is not made by the American Piano Com- 
pany, or any of its predecessors in business, it does not go be- 
yond the protection to which complainant is entitled. But the 
word is susceptible of another interpretation. It may mean that 
defendants’ piano does not employ the qualities of the piano 
which had become famous under the name “Knabe.” Given 
that meaning it is highly prejudicial to the defendants’ rights, 
for it must be borne in mind that no part of the Knabe piano 
is covered by a patent. The defendants have the right to make 
that instrument, and so endeavor to cause the public to believe 
that their pianos embody all the excellencies of the pianos made 
at Baltimore. They may not represent that their piano is made 
by the complainant, or its predecessor, or that they are the 
successors in business of complainant or its predecessors. Ob- 
serving these restrictions, however, they may state that they 
have embodied in their instrument all the skill and genius of 
the original makers of Knabe pianos. It would be a grievous 
perversion of the law of unfair trade competition to use its 
doctrines so as to convert a trade-name into a patent right and 
thus give to it “a monopoly more effective than that of the 
obtainable patent in the ratio of eternity to seventeen years.”’ 
Pope Automatic Merchandising Co. v. McCrum-Howell Co., 
191 Fed., 979, 982, 112 C. C. A., 391, 40 L. R. A. (N. S.), 463 
(Baker, J.). [Reporter, Vol. 2, p. 109.] Much of the argument 
in appellee’s brief, and, indeed, some language of the courts, 
tend to this conclusion. It is said that there is and can be only 
one Knabe. Judge Hollister, in his opinion in the case in the 
southern district of Ohio, speaking of the words “Knabe Bros., 
Cincinnati,” at first used on the fall-boards of defendant’s 
pianos, said: “The name indicates that it is a Knabe piano. 
It is not a Knabe piano.” If such expressions mean that there 
can be only one Knabe piano made by complainant or its prede- 
cessor in business, the statement is an obvious truism; but if 
they mean that no one else has the right to make and sell a 
piano which embodies every feature of the piano made by com- 
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plainant and its predecessor in interest, and also induce the public 
to believe that the second piano embodies all the excellencies of 
the first, then the statement goes beyond the law as it is now 
established by the highest court. Complainant here is presented, 
tc some extent, with the same difficulties as the plaintiff in 
White v. Trowbridge, 216 Pa., 11, 22, 64 Atl., 862, 866 (cited in 
the Hall Safe Case, 208 U. S., 559, 28 Sup. Ct., 350, 52 L. Ed., 
616), where the court says: 


“In fact, the real difficulty in this case is that the plaintiffs have 
reason to fear, not that the public will be deceived, but that if the fact 
becomes known that the defendant is engaged in the same business the 
public will purposely purchase the goods made by him for the reason 
that he was and is the originator” of the article. 


Against this difficulty however, complainant is entitled to 
no aid from the courts. 

The bill sets up a right to the word “Knabe” as a registered 
trade-mark. But the word being incapable of use as a trade- 
mark, the claim seems to have been abandoned at the trial, and in 
this court. In the affidavits some attempt is made to show im- 
proper oral representations. This evidence, however, is so feeble 
and untrustworthy that it would not entitle the complainant to 
relief. The case must therefore stand here, as it stood in the 
trial court, upon the advertisements. The trial court was justi- 
fied in holding that these violate the rights of complainant, and 
fall short in performing the duty of the defendant to warn. 


We are of the opinion, however, that the injunction is subject 


to two objections: (1) Its language is too general. (2) Its 
restraint is too broad. 

In the generality of the language, the order falls under the 
same condemnation as the supreme court imposed upon similar 
decrees of the trial court in the Hall cases. Business can not 
be conducted under a suspended sword. The manufacturer must 
depend upon sales agencies in disposing of his product. In a 
feld where competition is so fierce as in the piano business, no 
agent will undertake the sale of an instrument if he is likely 
to be haled into court and possibly subjected to punishment for 
contempt for violating an injunction whose language is so gen- 
eral as to leave the acts which will constitute its violation open 
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to serious doubt. Neither ought a court of equity to clothe an 
angry litigant with a writ wich will enable him to keep his 
competitor and the subagents of his competitor, in terror of a 
proceeding for contempt because of the indefiniteness of the 
injunction. Business can not be carried on under such condi- 
tions. Courts of late have shown a keen appreciation of this 
hardship, and have formulated their injunctions in such cases 
in specific terms. L. E. Waterman & Co. v. Modern Pen Co., 
197 Fed., 534, 117 C. C. A., 30 [Reporter, Vol. 2, p. 349]; G. 
cy C. Merriam & Co. v. Saalfield, 198 Fed., 369, 378, 117 C. C. 
A., 245 [.Reporter, Vol. 2, p. 443]; Dr. A. Reed Cushion Shoe 
Co. v. Frew, 162 Fed., 887, 89 C. C. A., 577; Herring-Hall Safe 
Co. v. Hall’s Safe Co., 208 U. S., 554, 560, 28 Sup. Ct., 350, 52 
L. Ed., 616. 

In the advertisements, we think defendant’s zeal as an ad- 
vertiser got the better of its duty as a warner. The facts which 
it was bound to point out are pointed out feebly and indirectly, 
and are involved in other language likely to cause the public 
to believe that its pianos were made by the complainant or its 
predecessors, or that defendant was the successor in business 
of complainant, or its predecessors. When it comes to perform- 
ing its duty to warn, defendant should lay aside its character 
as an advertiser and direct its attention and the attention of the 
public unequivocally to the three facts specified above. It may 
be that in performing this duty defendant will be compelled to 
advertise complainant’s business. That is because the difference 
between two things can not be pointed out without bringing both 
things clearly before the mind. The difference between com- 
plainant’s manufacture and defendant’s requires that both manu- 
factures be presented clearly and explicitly. Defendants’ duty 
to the public and to the complainant can be performed in no 
other way. It should assume this burden and not dodge it or 
ecuivocate. Its own trade welfare as well as justice to the com- 
plainant, demands the faithful performance of this duty. 

Following the direction in the Hall Safe Case, 208 U. S., 
560, 28 Sup. Ct., 350, 52 L. Ed., 616, we think the decree should 
have run substantially as follows: 
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“The defendants are restrained and enjoined from using the name 
‘Knabe’ (either alone or in combination in corporate name), in circulars, 
catalogues or advertisements, unless accompanied by information that de- 
fendant is not the original William Knabe & Co., or William Knabe & 
Co. Manufacturing Company, or the successor to either, and that defend- 
ants’ pianos are not the product of the last named concerns or their suc- 
cessor, the American Piano Company. 

“It is further ordered and decreed that for the purpose of distinguish- 
ing defendants’ manufacture from complainant’s, the defendants shall in- 
sert in these circulars, catalogues and advertisements, < notice substan- 
tially as follows, and in form as conspicucus as the body of such circulars, 
catalogues or advertisements: 


“Notice 


“The Knabe piano was made from 1837 to 1889, at Baltimore, by Wil- 
liam Knabe & Co. In 18&9 this firm was incorporated as William Knabe 
& Co. Manufacturing Company, and continued under that name until 1908, 
when it sold all its property, good will, and trade-name to the American 
Piano Company, which has since been, and now is, carrying on said 
business at Baltimore. 

“Ernest J. Knabe, Jr., and William Knabe III learned the business 
from their father, Ernest Knabe, who had charge of it from 1864 to 
1894. They were president and vice-president of the above companies from 
1898 to 1911. In the latter year they withdrew from the American Piano 
Company and organized the Knabe Bros. Company, and began making 
pianos in Cincinnati. 

“The piano made at Baltimore has been, and now is, known to the trade 
as the ‘Knabe’ or ‘William Knabe & Co.’ piano. The piano of the Knabe 
Bros. Company is named “The Knabe Bros.’ piano. It is a new manu- 
facture, and has no connection with the pianos made at Baltimore. 

“The defendant shall also print the above notice on paper at least 
eighteen inches by two feet in size, and frame the same, and place one 
such notice upon their pianos in all salesrooms in which the same are 


offered for sale.’ 

Oral representations, while not required to be as explicit 
as those in writing, should be in harmony with the provisions 
of the above decree. 


The notice, when formulated, should appear in identically 


the same language in all advertisements, catalogues, and cir- 
culars. In that way the public will be both warned and in- 
structed. 


In connection with the above notice, defendant should be 
at liberty to state fully the whole truth in regard to its manufac- 
ture and that of complainant. It may explain to the public that 
Ernest J. Knabe, Jr., and William Knabe III are the only de- 
scendants of the original founders of the Knabe piano business, 
bearing the name Knabe, now engaged in that trade. They may 
point out fully how the business was built up by their grand- 
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father, father and themselves, and how they received their 
training and education under their father. They may likewise 
point out, if that is the fact, that many of the skilled mechanics 
who were engaged in the business at Baltimore, have joined 
them at Cincinnati, and otherwise point out any fact which will 
be favorable to their instrument, and unfavorable to that of 
complainant. Such advertising does not tend to confuse the 
public mind as to the difference between defendants’ manufac- 
ture and complainant’s, but simply to give the impression that 
defendants’ instrument is superior to the piano now made by 
the complainant. The defendants have the undoubted right as 
a part of the law of trade competition, to create that impression. 

We come next to the second objection to the order of the 
trial court that its restraint is broader than complainant’s right. 
It enjoins defendants from making “any statement or repre- 
sentation calculated to induce the public to believe that the 
pianos manufactured by the Knabe Bros. Company are Knabe 
pianos.” The words “Knabe pianos” as here used, have the 
same duplicity as the term “original” above discussed. They may 
mean pianos manufactured by complainant and its predecessors 
at Baltimore. With that significance the injunction does not 
extend beyond complainant’s rights. But these words have an- 
other meaning. According to that they point to a piano having 
certain qualities—a peculiar scale, sounding board, lyre and 
acoustic properties—the elements which gave the Knabe piano 
its individuality among pianos. To the public the words “Knabe 
piano” meant chiefly an instrument possessing these qualities. 
Until defendants began business there had been only one maker 
of these pianos, and it is probable that the public knew little 
if anything of complainant or its predecessors. It was the kind 
of instrument, and not the maker, to which public notice had 
thus far been directed. Defendants have the same right as 


complainant to embody in their instrument these distinctive fea- 
tures of the Knabe piano, and to advertise to the public that 
they have done so. Note the things which Mr. Justice Holmes, 
speaking for the court in the Hall Safe Cases, said defendants 
here might say in connection with their piano trade. They may 
say that they are the sons and grandsons of the founders of the 
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Knabe piano. But this statement, when made in defendants’ 
piano business, is clearly “calculated to induce the public to 
believe” that defendants’ instruments are “Knabe pianos” in 
the sense that they embody their excellent qualities. Defend- 
ants may show that they were trained by their father in the art 
of making the Knabe, and that they themselves had charge of 
the business for years. Hardly anything, however, could be 
better “calculated to induce the public to believe” that the pianos 
which they are now making, embody the distinctive features of 
the Knabe. The vice of the injunction is that it is not leveled 


directly at forbidding the defendants from representing the 
pianos manufactured by them, to have been manufactured by 


complainant or its predecessors. It is only necessary to compare 
the order appealed from with the order of the supreme court 
in the Hall Safe Case, to see how far the former departs from 
correct principle. The Halls were restrained from using their 
name in the safe business unless accompanied by information: 
(1) That defendant is not the original Hall’s Safe & Lock 
Company, or its successors; or, (2) That its safe is not the 
troduct of the last-named company or its successor. It is palm- 
ing off the article made by defendant as having been made by 
complainant which constitutes the wrong of unfair competition. 
Such has been the uniform holding of the supreme court. 


“Relief in such cases is granted only where the defendant 
represents to the public that the goods sold by him are those manufactured 


or produced by the plaintiff, thus palming off his goods for those of a 
different manufacture.” 


This language from the earliest case (Goodyear Co. v. 
Goodyear Rubber Co., 128 U. S., 598, 604, 9 Sup. Ct., 166, 32 
L,. Ed., 535) is substantially the same as that found in the latest: 


“The essence of the wrong in unfair competition consists in the sale of 
the goods of one manufacturer or vendor for those of another.” Howe 
Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S., 118, 140, 25 Sup. 
Ct., 609, 614 (49 L. Ed., 972). 


The wrong consisting of misrepresentation as to the origin 
of manufacture, the injunction should be leveled directly at that 
wrong, and not be expressed in equivocal language so as to en- 
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able complainant to say that defendants may not make any 
statement calculated to induce the public to believe that their 
instruments embody the merits of the Knabe pianos. 

In the trade conflict between these parties, complainant has 
powerful advantages. It has succeeded to the manufacturing 
plant, the skilled workmen, and the long-established business 
connections which have created the Knabe piano, given it its 
good name, and placed it in every community where such in- 
struments are used. It also has exclusive right to use the name 
Knabe in trade, without qualification or explanation. These 
are advantages which will be potent in convincing the public 
that the pianos made by complainant are superior to the instru- 
ments of any other maker who attempts to build a piano pos- 
sessing the qualities of a Knabe. On the other hand, notwith- 
standing the teaching of some scientists that acquired talents 
do not pass by heredity, most of mankind probably still believe 
that they do; and defendants have the right to appeal to that 
belief and urge that they have inherited the genius of their 
father and grandfather. They may claim that these talents have 
passed to them not only by blood, but by the years of training 
which they received under their father’s tuition. They may also 
relate that they had exclusive charge of the business of making 
the Knabe piano for thirteen years, and maintained its excellence 
and enhanced its good name. In the trade conflict, based upon 
these opposing arguments, the courts ought to hold an even 
hand, and not formulate their writs in such langauge that either 
party can make a wrongful use of them as a part of the weapons 
of trade. 

It seems scarcely necessary to say that nothing done in 
this suit can in any way affect any decree entered in the suit 
in the southern district of Ohio. 

The trial court is directed to modify its order so as to con- 
form to the views here expressed. Neither party shall recover 
costs in this court. 
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UNITED STATES DISTRICT COURT 


VALVOLINE Or, Co. v. Havoning Om, Co., e¢ al. 


(211 Fed. Rep., 189.) 


Southern District of New York, Dec. 23, 1913. 


. UNFAIR COMPETITION—EVIDENCY, 

The care taken by defendant to differentiate its brand of lubricat- 
ing oil from complainant’s and to develop a trade therein upon its 
merits, the extraordinary success to which its business has been brought 
by extensive advertising, and the lack of proof of confusion during 
several years, negative the conclusion that there was fraud in defend- 
ant’s use of the name “Havoline” as a trade-mark and in its corporate 
name, in competition with complainant’s “Valvoline.” 

. TrapE-MARK INFRINGEMENT—“VALVOLINE” AND “HAvoLINE.” 

The trade-mark “Havoline” does not conflict with “Valvoline” for 
the same goods. 

. LACHES—ESTOPPEL. 

A delay of many years in moving to enjoin the use of a mark 
claimed to conflict with that of the complainant, during which time the 
defendant has built up at great expense a successful and extensive 
trade, will, in a case of doubtful right, not only bar the recovery of 
damages but estop the complainant to claim injunctive relief. 


In equity. On final hearing. Bill dismissed. 
juity s 


Steuart & Steuart and Sidney R. Perry, all of New York 
City, for complainant. 

Henry B. Brownell and John P. Bartlett, both of New 
York City, for defendants. 

Mayer, District Judge—The suit is brought to enjoin de- 
fendants from using the word “Havoline” on gas engine and 
automobile lubricants. The complainant claims that this word 
infringes its trade-mark “Valvoline,” used on oils in general, 
including lubricating oils of various kinds, and also illuminat- 
ing and tempering oils. In addition, complainant alleges unfair 
competition arising through the use of the word “Havoline” 
and in the use of the corporate title ““Havoline Oil Company.” 

The bill also charges infringement of complainant’s emblem 
trade-mark by reason of the use by defendants of an emblem 
bearing the word “Havoline.”” These emblem marks are as fol- 
lows: 


The following is complainant’s emblem mark: 
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he following is defendant’s emblem mark: 





The defenses are: (1) No infringement; (2) no unfair 
competition; and (3) laches. 

Complainant’s business of manufacturing and selling lubri- 
cating oils, greases, and other petroleum products was founded 
in 1868 by its predecessors Leonard & Ellis, a partnership. In 
1873 this firm adopted and used as a trade-mark for its goods, 
the word “Valvoline.” This trade-mark was registered in the 
United States patent office, October 14, 1873, No. 1,502, and 
again on May 31, 1881, No. 8,289. In 1901 the complainant 
corporation was organized, and in due course became the suc- 
cessor in business of Leonard & Ellis, and the owner by assign- 
ment of the trade-mark registrations. Complainant, in its name, 
registered the trade-mark “Valvoline” in the United States pat- 
ent office, February 4, 1902, No. 37,754, again May 29, 1906, No. 
53.237, and again October 23, 1906, No. 56,816. Complainant 
does not confine its mark to lubricating oils, but also uses it on 
illuminating and tempering oils, while defendants’ mark ‘Havo- 
line” has always been confined to automobile and gas engine lub- 
ricants. The validity of and title to the trade-mark “Valvoline” 
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was established in the circuit court of the United States for 
the southern district of Ohio as far back as 1889. Leonard v. 
W hite’s Golden Lubricater Co., 38 Fed., 922. 

Complainant has done a considerable business throughout 
the United States and in other parts of the world in its oils 
generally, and “Valvoline” has been exhibited and displayed at 
various expositions and has received awards and medals for ex- 
cellence. In 1904 Havemeyer Oil Company, defendants’ prede- 
cessor, adopted the mark “Havoline.”” The cable address of 
this company was “Havoil,” which was adopted about the 
time of the organization of the Havemeyer Oil Company in 
1901. This cable word ‘“Havoil” was coined from the first syl- 
labe “Hav” of the name “Havemeyer” and the word “oil.” 

At the time that the word “Havoline’’ was adopted, the 
suffix “oline’” or “line’’ had become familiar in connection with 
oils and oil products. The first use of this suffix seems to have 
been in the word “Cosmoline” in 1870, and since then trade- 
marks have been registered for use in connection with various 
kinds of oils, some of which are as follows: 

“Puroline,” registered 1871, No. 164, for illuminating or 
burning fluids. 

‘“Amberline,” registered 1871, No. 163, for lubricating oil. 

“Carboline,” registered 1873, No. 1,133, for coal oil, 7. ¢., il- 
luminating oil. 

“Septoline,” registered 1876, No. 4,003, for illuminating oil. 

“Roseoline,” registered 1880, No. 7,833, for lubricating and 
illuminating oils, etc. 

“Hanoline,” registered 1895, No. 26,686, for illuminating oil. 
“Vacuoline,” registered 1896, No. 28,937, for oils and lub- 
ricants of all kinds. ° 

“Cycoline,” registered 1896, No. 29,179, for illuminating oil. 

“Fusoline,” registered 1899, No. 32,592, for lubricating oil. 

“Autoline,” registered 1905, No. 47,509, for lubricating oils. 

It is true that some of these marks were used in connec- 
tion with illuminating and not lubricating oils, and that the 
marks registered under the act of 1870 come within the decision 
of the supreme court in the trade-mark cases, 100 U. §&., 82, 25 


“, <5 


[,. Ed., 550, declaring that act unconstitutional, and it is also true 








raerrere 


eres 





4 
¥ 
: | 
j 
5 
Ht 
f 
i 


ae 


i 
a 
i 


260 THE TRADE-MARK REPORTER 


that there is no evidence of the actual use in commerce of these 
marks except “Cosmoline” and “Autoline.” These facts, how- 
ever, do not affect the proposition that the suffix “oline’ or 
“line” had become so well known and familiar that when the 
Havemeyer Oil Company used that suffix it was using a familiar 
suffx—all to the point that there was not any purpose or intent 
to appropriate the particular ending of the mark used by the 
Valvoline Oil Company. 

On April 9, 1907, the mark ‘“Havoline” was registered (No. 
61,806). In the same year the Havoline Oil Company was 
organized by the owners of Havemeyer Oil Company and, later, 
acquired the title to the Havoline mark and now holds it. 

In October, 1909, Indian Refining Company of New York 
(organized in May of that year) purchased all of the captial 
stock of Havoline Oil Company ; the purchase price being $150,- 
000, which covered the stock of both of these companies. In 
1910 Havemeyer Oil Company was dissolved. Since June, 1909, 
Indian Refining Company of Maine has been the exclusive manu- 
facturer of the Havoline products. The Maine corporation owns 
all the stock of a New York corporation of like name which is 
a defendant here. 

The testimony establishes a course of business by the owners 
of “Havoline” which demonstrates that they were developing 
their product on its own merits and seeking to acquire a trade 
individuality for “Havoline” as against competitors, including 
complainant. With a single exception (to be later commented 
upon), there is nowhere in this record that evidence which is 
so often found in trade-mark or unfair competition cases. There 
is no invasion of the other’s territory by tricky or unfair means, 
no misleading by similarity of appearance in the packages or 
containers in which the product is put up, no specious effort at 
artificial differentiation when the real purpose is to appropriate 
another’s ability, effort, and commercial success. 

On the other hand, it is plain that “Havoline” has succeeded 
because its owners have employed energetic, up-to-date business 
methods and have expended substantial sums to make their 
product widely known. Of course, success in business does not 
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last long unless the public is satisfied with the price and quality 
of the article, and, in these directions also, good judgment seems 
to have been exercised by the “Havoline” owners. The sales 
of ‘“Havoline’” show the progress made in a business less than 
eight years old when the testimony in this record was taken 
(1905-1912). The later sales and receipts were as follows: 


Barrels Amount 
1909 20,000 $400,000. 
1910 28,000 $415,000. 
IQI1 23,000 $375,000. 
1912 (& mos.) 25,000 $350,000. 


Respecting the business of complainant, Mr. Ellis, its presi- 
dent, was asked these questions and gave these answers: 


“XQ 337. How much Valvoline oil marked “Motor oil” did the Valvo- 
line Oil Company sell in the year 1911; that is, about how much? A. I 
can only guess at that, and | would say a good deal more than a thousand 
barrels, in one kind of a container or another. 

“XQ 338. And, roughly speaking, would you say between one and 
two thousand barrels? A. Yes, possibly more. I didn’t prepare myself 
for such questions, as I didn’t think they wouid be asked in a trade-mark 
suit. 

“XQ 330. In your answer to XQ 240, you say, ‘On second thoucht, | 
wouldn’t be surprised if 25 per cent of the sale was still branded “ ‘Gas 
Engine Cylinder Oil.”’ When you say ‘25 per cent of the sale,’ what were 
you referring to, the sale of what? A. I was referring to all the oil that 
was sold for automobiles, marine engines, and stationary gas engines, 
similar to automobile engines, and motors of all kinds, operated by gasoline 
or naphtha or kerosene, or fuel oil.” 


Thus, it appears that the sales of “Havoline” were far in ex- 
cess of “Valvoline” motor oil. 

Of course, the amount of sales is not a standard whereby 
to determine whether competition is unfair, but in this case it 
is of service, with other facts, in ascertaining whether “Havo- 
line’ was marketed on its own merits or on the reputation of 
complainant. 

The advertising of complainant has been comparatively 
small, while that of defendants has been extensive and has in- 
vaded every field of advertisement for this kind of product. 
From about $5,000 spent in 1909, the advertising expenditures 
rose to over $25,000, in 1911. I think it may fairly be said that 
including 1912, at least $100,000 has been spent in advertising 
“Havoline.”’ 
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Advertisements have been inserted in leading magazines of 
general interest, as well as in magazines specially devoted to 
automobiling, motor boating, and sport generally. Tour books 
and display racks have been distributed, and there has been 
extensive outdoor advertising, including road signs, devices such 
as pennants, placards, and the like at athletic games and sport- 
ing events. 

The owners of famous motor boats, as well as noted avi- 
ators and automobile racers, have used “Havoline.” Men of 
this kind know what they are doing. Their sports are perilous, 
and, when they buy oil for their engines, it is to be presumed 
that they understand what article they are buying. 

The colors on the “Valvoline” and ‘“Havoline” cans are 
different, the wording is different, and the arrangement is differ- 
ent. 

“Valvoline” has used the catch phrase, “Best by every 
Test,” while “Havoline” has endeavored to make familiar, “It 
makes a difference.” 

How any one can be mistaken in readily distinguishing 
“Valvoline” as sold in the market from “Havoline” as sold in the 
market, I can not understand. It is true that in a few incon- 
spicuous instances defendants used the phrase, “ 
Test.” 


This was done by an advertising manager now dead. 


Best by every 


Whether his course was due to an excess of zeal or to a supposed 
right can not now be determined; but, when it is noted that this 
phrase was not used on defendants’ containers, that defendants’ 
efforts have been to make the public familiar with its own slogan, 
and that the instances were so few, the conclusion must follow 
that this conduct of the advertising manager is of no import- 
ance on the question of unfair competition. ' 

In view, then, of the course of the business of these litigants 
above outlined, and the manner and method of sale of the prod- 
ucts, this is not a case of unfair competition. 

We then come to the question of trade-mark infringement. 
I am of the opinion that the words are distinct from each other 
and that there is no confusion. There are, of course, many cases 
in the books in which the courts have made clear that they can 
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not be deceived by disingenuous distinctions (N. K. Fairbank 
Co. v. Central Lard Co., 64 Fed., 133, and many others which 
could be cited) ; but here there is a real distinction in sound, in 
appearance, and, popularly speaking, in meaning. 

If I did not know anything about motor oils, and some one 
teld me to buy “Valvoline,” the word “valve” would be impressed 
on my mind. True, “Valvoline” has been held not to be de- 
scriptive, yet just as the English court held (Leonard & Ellis’ 
Trade-Mark, L. R., 26 Ch. Div., 288, and Jn re Leonard & Ellis 
v. Wells, L. R., 26 Ch. Div., 288) that the word meant valve 
oil, so would I, as a purchaser, think that it had something to 
do with valves. Of course, I would soon discover that “Valvo- 
line” had a wider meaning, but when I heard “Havoline” I 
would think that it was some coined word or perhaps some 
technical term, and it would not suggest “Valvoline” to me. 

Thus it seems by every test, including that indicated by 
Judge Lacombe in National Biscuit Co. v. Baker (C. C.), 95 
led., 135 (Uneeda and Iwanta), that there is no infringement 
here. 

I have examined the instances in this record of alleged con- 
fusion, for in doubtful cases actual instances of confusion may 
be helpful in arriving at a correct decision; but I am not im- 
pressed with the testimony on this branch of the case. With- 
out analyzing the record in detail, it may be said that thoughtless 
errors by very inattentive people can not be the standard in 
dealing with an article of this character, nor can a wholesaler 
be held responsible because an occasional unscrupulous dealer 
without his knowledge or consent tries to deceive the pur- 
chasing public. 

Holding these views, it is not necessary to discuss at length 
the question of laches. However, in a case so thoroughly pre- 
pared as this by both sides, counsel are entitled to the view of the 
trial judge on an important question. 

The testimony is that a retail store for the sale of “Havo- 
line” products was opened in 1906 on Broadway in the center of 
the automobile district in New York City. This store has been 
maintained ever since. Complainant knew of defendants’ mark 
in 1906 and knew that it was being used continuously ever since. 
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“XQ 261. When did you first hear of the Havoline brand of motor 
oil? <A. | can’t remember in regard to the word ‘motor oil,’ but in regard 
to Havoline oil it may have been Havoline Cylinder, or it may have been 
Havoline oil plain, or it may have been Havoline motor oil, which I can’t 
remember, but as I remember it first it was Havemeyer Oil Company’s 
Havoline oil, of some grade I do not remember. It was the same year 
that they established their depot on Broadway near Sixty-fourth or Sixty- 
third Street. I called in on them at the time I first saw it and notified 
them that that was too similar a brand to our Valvoline brand, and that, 
if they intended to register it, I should oppose it, and I found out after- 
wards that it had just been registered or, in other words, the advertising 
time that | could oppose it had expired within a very few days previously. 
Hence, this suit; otherwise I would have opposed it at the time they tried 
to register it, the same as | did ‘Wolverine,’ which latter trade-mark was 
applied for by the same man, Mr. Tomlinson. 

“XQ 262. Whom did you see when you called in on them, as stated 
in your last answer? A. I do not know that I asked him his name; | 
asked him if he represented the Havemeyer Oil Company that was sell- 
ing Havoline oil. He said he did. 

“XQ 263. Do you now know whom it was that you saw at that time? 
A. No, I have not inquired since.” 


The notice to the unidentified person at the Broadway depot 
can not be regarded as binding on defendant, but it does show 
knowledge by complainant of the use of the word “Havoline.” 

I think we must realize modern conditions. Men can build 
up new businesses these days in a period of time which would 
have seemed amazingly short years ago. It is true that mere 
acquiescence will not preclude injunctive relief, but, whether a 
case falls within the principle of Menendez v. Holt, 128 U. S., 
523, 9 Sup. Ct., 143, 32 L. Ed., 526, or within Richardson v. 
Osborne (C. C.), 82 Fed., 92, affirmed 93 Fed., 828, 36 C. C. A., 
610, depends, of course, on the particular facts and circum- 
stances. Where a trade-mark is bodily appropriated, as in Wen- 
endez v. Holt, the courts will grant injunctive relief, although 
in some instances denying an accounting. See, also, Mosler v. 
Iurie, 209 Fed., 364 (C. C. A., 2d circuit) decided November 
II, 1913. But this is not such a case. It must be admitted, even 
it it were to be held that the defendants infringed complainant's 
trade-mark, that the question involved is seriously debatable. 

I am of opinion that equity as applied to modern business 
developments requires that, in this particular case, injunctive 
relief in any event be denied. No satisfactory explanation is 
given for the delay, and, during that time, the defendants have 
spent thousands of dollars to create a valuable asset in the word 
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“Havoline.” Complainant is not uninformed, as in Mosler v. 
Lurie, supra, but is a business corporation in this very same kind 
of business. 

There are cases where delay is excusable because it is neces- 
sary to obtain essential testimony or because a person unfamiliar 
with the subject-matter is ignorant of his rights, or where there 
is some situation that shows that a defendant should not be per- 
mitted to go on with his own wrongful conduct just because he 
has continued it for a long time. 

But it can not be equitable for a well-informed merchant 
with knowledge of a claimed invasion of right, to wait to see 
how successful his competitor will be and then destroy with 
the aid of a court decree, much that the competitor has striven 
for and accomplished—especially in a case where the most that 
can be said is that the trade-mark infringement is a genuinely 
debatable question. 

It is not unlikely that, had complainant in 1906 properly 
notified defendants’ predecessor, the latter would just as soon 
have adopted some other mark; and, if not, then the controversy 
could have long since been decided without substantial loss to 
anybody. 

I think there will be very little protection for investors, if, 
after finding that a duly registered trade-mark has been ex- 
tensively advertised, that no suit has ever been commenced in 
respect thereof, that there has not been any appropriation of 
the name of a company or its brands or trade-mark by an obvious 
simulation, they nevertheless are subjected to a decree which 
seriously impairs the value of the property they have acquired. 

That complainant, in any event, would not be entitled to an 
accounting, is clear under the authority of Menendez v. Holt, 
supra and Mosler v. Lurie, supra, and for the reasons outlined 
1 am also satisfied complainant is not entitled to prevail on any 
theory. 

The bill is dismissed, with costs. 
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NATIONAL Cloak & Suit Co. v. Lonpy & FRIEND. 
(211 Fed. Rep., 760.) 
Northern District of Illinois. 


UNFAIR COMPETITION—CORPORATE NAME. 

The complainant, engaged since 1888 in a business known through- 
out the United States is entitled to enjoin the use by others in the same 
business of a trade-name whereof the principal feature is the word 
“National.” 


In equity. On final hearing. Decree for complainant. 


Archibald Cox and Abraham L. Gutman, both of New York 
City, and Frank F. Reed and Edward S. Rogers, both 
of Chicago, Ill., for complainant. 

Jesse Lowenhaupt and Lewis: F. Jacobson, both of Chicago, 
Ill., for defendants. 


KoHLsAAT, Circuit Judge—The bill herein was filed to re- 
strain unfair competition, among other objects. 

Complainant is a New York corporation. Defendants re- 
side in and are citizens of Illinois. The suit involves only the 
“National” in 
connection therewith. Complainant conducts its business in New 
York City under what is known as the mail order system, while 


cloak and suit business, and the use of the name 


defendants are engaged in the retail trade at Chicago. 

From 1888 to 1903, the business now being conducted by 
complainant was operated by Rosenbaum and Hartman as co- 
partners, who, in 1889, admitted Solomon G. Rosenbaum, the 
present president of the company, into the firm. In 1903 the 
business was incorporated ; the corporation taking over the busi- 
ness, good will, assets, etc. During all the time since 1888 the 
business has been carried on in association with the name “Na- 
tional Cloak,” in a women’s clothing business. The corporation 
name of “National Cloak & Suit Company” was taken at the time 
of incorporation. It has always kept the word “National” to 
the front. As is customary in the mail order business, adver- 
tising has been done in magazines and otherwise, and a vast 
number of catalogues have been distributed to persons desiring 
them, whereby a very extensive business has been built up— 
always in connection with the word “National.” 


From the record it appears that complainant’s was prac- 
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tically the only business run under that name, so that its manu- 
factures were known in connection with the word. Numerous 
attempts have been made to use the name in the cloak and suit 
trade, which complainant has headed off by representation, or 
suit, as in Rosenbaum et al. v. Bull et al. (no written opinion), in 
which a decree was entered in this district. There is oral ref- 
erence in the records to other successful suits. 

It appears that from an humble beginning in 1888 the busi- 
ness had grown to vast proportions, amounting annually to many 
million dollars, and extending throughout the United States. 
Among other localities, that of Chicago and vicinity embraced 
a constituency of several thousand. So that the National Cloak 
& Suit Company of complainant was well known in this com- 
munity prior to the commencement of this suit. In 1908 and 
1909, defendants began to use the name, including the word 
“National,” in connection with the cloak business. In IgII 
they were doing business under the name “Palmer’s” exclusive 
cloak house, 146 State Street, Chicago; and at another location 
under the name “Macy’s.” At the former place, on or about 
January 19, 1911, defendants advertised in the Chicago papers, 
in part as follows: 


“Extra, Extra, Extra, $50,000 worth of cloaks, suits and dresses pur- 
chased from the National Cloak Mfg. Co. at less than 50 cents on the 
dollar. Every woman throughout the land knows the National garments. 
No need for us to mention character and quality, the name alone suffices.” 


This manufacturing business, defendants say, ended in IgII. 
The name National Cloak Manufacturing Company does not 
appear in the Chicago city directory for any of the years named, 
and it appears not to have had even a local popular recognition 
as a manufacturing concern. The statement in the advertise- 
ment, therefore, as to the widely known character and quality 
of “National garments” was not fairly applicable to defendants’ 
goods. The names “Palmer” and “Macy,” it appears, were well- 
known cloak and suit houses, the former in Chicago and the 
latter in New York, which facts seem from the record to ex- 
plain defendants’ manner of availing themselves of business con- 
ditions. 


It further appears from the evidence that in January and 
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February, 1911, defendants advertised cloaks, etc., again, under 
the name “National garments,” “made by the National Cloak 
Mfg. Co.” On protest being made by complainants, this ceased. 
In August, 1911, defendants opened a retail cloak and suit 
store under the name National Cloak Company. A number of 
persons, being familiar with complainant’s National garments, 
were deceived by these signs. Some were aggrieved at the 
treatment accorded them. It was complainant’s policy to fill 
orders promptly and carefully, and on complaint to always re- 
turn the money, relying upon this fair treatment and other con- 
siderate methods for the building up of its business. The rec- 
o1d shows instances in which defendants by their contrary meth- 
ods worked injury to complainant. Several parties testified that 
they supposed defendants were a branch house of complainant. 

It seems clear from the testimony that defendants deliber- 
ately took advantage of complainant’s good name, acquired 
through popular business methods and expensive advertising, to 
sell their goods. While it would not ordinarily seem probable 
that complainant’s mail order business would be affected by 
local attempts to appropriate its trade, it appears from the rec- 
ord that complainant was injured. Defendants were notified 
to discontinue the use of the name National Manufacturing Com- 
pany and other misleading uses of the word National in connec- 
tion with cloaks and suits, and must have known what complain- 
ant claimed. The word National is not, of itself, very distinct- 
ive; but where, as here, it has acquired a meaning which is the 
property of complainant, it should be protected. 

The injunction may go as prayed. 





GOLDSMITH SILVER Co. v. SAVAGE. 


(211 Fed. Rep., 751.) 
District of Maine, March 16, 1914. 


1. TRADE- MARK—VALIDITY—NUMERAL. 
A numeral may be an essential feature of a valid trade-mark. 
Whether a numeral alone can be a valid trade-mark, quaere. 
2. UNFAIR CoMPETITION—NUMERAL Marks, 
Use of numeral 208 for cigars held not to compete unfairly with 
complainant’s mark 108, though adopted and used by a former jobber 
in complainant’s goods, in the same territory, where accompanied with 
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a different label, and where the shape and size of the cigar is common 
to the trade. 

In equity. On final hearing. Complaint dismissed. For 

opinion on motion for a preliminary injunction, see Reporter, 


Vol. 3, p. 483. 


Harry Silver, of Boston, Mass., and Maurice E. Rosen, of 
Portland, Me., for complainant. 

Phillips B. Gardner, of Bangor, Me., and Frank Fellows, 
of Portland, Me., for defendant. 


Hae, District Judge—This case has already been before 
the court. 206 Fed., 1001. [Reporter, Vol. 3, p. 483.] A pre- 
liminary injunction was denied. After passing on that ques- 
tion, and in order to bring the case promptly to a final hearing, 
it was decided to proceed immediately to pleadings and proofs. 
Inasmuch as the court was just entering upon a term of jury 
trials, the case was referred to Hon. John F. A. Merrill, as 
master, under equity rule 59 (198 Fed., xxxv, 115 C. C. A, 


xxxv). After the pleadings were made up, the master proceeded 
promptly with the proofs. He has now reported his finding of 
i facts and conclusions of law. He has found that the complain- 


ant has not shown a valid trade-mark in the symbol “108,” and is 
not entitled to an injunction on account of infringement of such 
alleged trade-mark. He has further found that the complainant 
has not established a case of unfair competition on the part of 
the defendant, such as will entitle it to an injunction or to an 
accounting. 

| Upon examination of the proofs, it seems clear that this 
cause belongs to the line of unfair competition cases, rather than 
to the technical trade-mark cases. It has been held that a 
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numeral, when combined with some other symbol, may become a 
vital part of a valid trade-mark. In Dennison Manufacturing 
Co. v. Scharf Tag, Label & Box Co., 135 Fed., 625, 68 C. C. A., 
263, Judge Lurton (now Mr. Justice Lurton) refers to Gillott v. 
Esterbrook, 48 N. Y., 374, 8 Am. Rep., 553, as giving some sup- 
port to the contention that a bare number is capable of being a 
valid trade-mark. In the case at bar the proofs fall far short of 
entitling the complainant to any relief by way of injunction, or 
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otherwise, on the ground of infringement of any technical trade- 
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mark. The proofs, however, present a much more difficult prob- 
lem in the matter of unfair competition. 


It is urged on the part of the complainant that for twenty 
years, in the eastern part of Maine, it has manufactured, adver- 
tised, and sold cigars under the name “108”; that, during the 
early part of this time, the defendant was a jobber of cigars, 
and bought the cigars in question, and was therefore well ac- 
quainted with the brand; that, some years later, he stopped buy- 
ing them, and began selling a cigar of his own under the name 
“208”; and that he did this in practically the same territory in 
which the complainant’s cigar had been sold. The complain- 
ant therefore urges that these facts necessarily point to the con- 
clusion that the defendant adopted the symbol “208,” on ac- 
count of its similarity to the complainant’s symbol “108”; that 
he sold his cigar marked “208” with the intention of taking 
advantage of the advertising done by the complainant for the 
cigar “108’’; and that he did this with the further intention of 
unfairly competing with complainant in the territory in ques- 
tion. 

The proofs show that for many years the defendant has 
been manufacturing and selling his cigar in eastern Maine under 
the style 208; that for about six years the complainant has had 
knowledge of this; but has taken no proceedings to enjoin such 
manufacture and sale. On examination of the proofs, it is 
found that the cigar box marked 208, shows no such resemblance 
between the two as would naturally lead to any deception. The 
labels on the boxes are different. The shape and size of the 


boxes are different. Their general appearance is  dis- 
similar. The numerals upon the respective boxes differ 


in size, and in the place where marked on the boxes; 
they present no similarity to the eye. The size of the cigars 
themselves are practically the same; they are Londres shape, 
and five inches long. The cigars in the complainant’s box are 
branded with complainant’s numerals; those in the defendant’s 
box are not branded. It is urged on behalf of the complainant 
that the defendant has adopted the particular size and shape of 
the cigar with an intent to deceive, and to unfairly compete. 
In the Daoust Case, 206 Fed., 434 [Reporter, Vol. 3, p. 371], 
lately decided in this circuit, the defendant had his bottles 
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manufactured for him of the same shape and appearance as 
those used by the complainant; so that, when used for dispens- 
ing the beverage over the counter, the resemblance of the bottles 
was so close that the Bo La bottle appeared to the casual in- 
spection of the customer to be a Moxie bottle. There was also a 
great mass of testimony to the effect that many retail dealers, 
when asked for Moxie, served Bo La from Bo La bottles. In 
the Moxie Case (D. C.), 197 Fed., 678 [ Reporter, Vol. 2, p. 394], 
such testimony with regard to the custom of retail dealers was 
full and convincing. In the case at bar, such testimony is 
meager and unsatisfactory. The shape of the cigar is of the 
ordinary Londres variety. It is in testimony that there is on 
the market at the present time a great number or brands of 
similar shape. On examination of the boxes and labeis, it seems 
clear that there would be scarcely a possibility of a dealer being 
deceived in buying cigars from boxes of the defendant, and of 
being led to suppose that he was buying complainant’s cigars. 
The learned counsel for complanant urges with great earn- 
estness and ability that, by manufacturing his cigars and selling 
them under the symbol 208, the defendant put into the hands of 
retail dealers means of deceiving the ultimate consumer by sub- 
stituting the 208 brand for the 108 brand manufactured by 
complainant. He introduces testimony of witnesses who, at 
the request of complainant’s manager, visited various places 
where cigars were sold, with a view of showing that the purchas- 


ing public was being deceived. Without going into a detailed 
discussion of these proofs, I find that they are very incomplete. 


Upon this point the report of the special master is clear, and 


helpful to the court. After summarizing the testimony upon 


the point to which I have alluded, the master says: 


“To me the testimony of the complainant’s two witnesses as to their 
alleged purchases tends to show that an unscrupulous retail dealer, who 
is trying to defraud a purchaser by palming off a different cigar from that 
asked for, whether a 108 or 208, might possibly be able so to do pro- 
vided his customer did not know the real name of the cigar he wanted; 
that is, that he might possibly substitute a 108 when a 208 cigar was asked 
for, or vice versa, and that he could equally well give any other cigar 
of the same shape and size when a 208 or a 108 was asked for. There- 
fore the putting of the 208 cigar upon the market by the defendant would 
not especially help the retail dealer to pass off his cigar when a 108 cigar 
was asked for, when he might as well pass off any other cigar of the same 
general shape, size, and color, of which, as appears from the testimony, 
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there are about 1,000,000 brands. On this point I call attention to the 
fact that the complainant’s counsel admits in his argument that they have 
no monopoly of the manufacture of the Londres, five-inch cigar, but that 
it is a universal shape and size, and from the testimony of complainant’s 
manager himself it appears that there are a million brands of cigars 
manufactured of similar shape and size. . . . The boxes are of 
different size and entirely dissimilar in appearance except for the name, 
and, although the cigars themselves of both complainant and defendant 
are of similar size and shape, complainant’s counsel admits that they 
have no monopoly or exclusive right to the use of this particular size 
and shape. Also it is of importance that each of complainant’s cigars 
were stamped with the symbol or numerals 108, whereas the cigars of 
the defendant had no stamp upon them. In other words, the cigars them- 
selves manufactured by the defendant in this case were simply on general 
lines and were only similar to cigars manufactured by complainant as all 
cigars of this shape and size are. . . . The adoption of the universal 
Londres shape and size by the defendant for his cigar was not necessarily 
done, as complainant’s counsel would have us believe, for the purpose 
of furnishing to the retailer under the name 208, a cigar which the dealer 
might palm off on intending purchasers of complainant’s 108 cigar. In 
fact, it would seem that the mere use of the name or symbol 208 by a 
wholesale manufacturer would be of little or no assistance to the retail 
dealer if he wished to substitute an inferior cigar in the place of the 108 
cigar; it being shown by the exhibits in the case that there was no special 
resemblance between the cigar boxes of complainant and defendant 
other than the symbol or numerals, which symbol or numerals, under 
miost circumstances, were not visible to the purchaser. In other words, 
any cigar of this universal size and shape could have been as easily 
substituted for the 108 cigar as the one bought by the retailer under 
the name 208.” 


In view of the evidence that there is a multitude of brands of 
cigars manufactured of similar shape and size, it can not be held 
that the rule should be applied requiring an article which is 
likely to deceive as to its origin to be distinctly tagged with the 
name of the real producer, as in the Coca-Cola Case, 200 Fed., 
720, 725, 119 C. C. A., 164. [Reporter, Vol. 3, pp. 1, 7.] In 
the case now before me, the proofs fail to show a purpose on 
the part of the defendant that this cigar should be used by 
dealers to deceive customers. Neither the shape of the cigars 
themselves, nor the boxes, nor the labels are calculated to mislead 
purchasers as to the origin of defendant’s goods. Manufacturing 
Co. v. Trainer, to1 U. S., 51, 56, 25 L. Ed., 993. A careful 
examination of all the proofs leads me to the conclusion that 
they do not show conduct, on the part of the defendant, the 
natural, probable tendency and effect of which is to deceive the 
public, or to pass off defendant’s goods as those of complainant. 
The complainant, then, has not met the burden of showing unfair 
competition by satisfactory proofs. 


The report of the master is confirmed. 


The complainant’s bill is dismissed, with costs for defendant. 
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